The Doctrine of Claim Vitiation
Have the Constraints on Patent Rights
Gone Too Far?
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he trend in decisions from the judiciary over the past

several years has been to limit the scope of patent

rights. Some of the limits are direct, like those that
expand the legal framework for what is obvious or those that
curtail the right to a permanent injunction. Other methods are
less direct but no less effective. The judicially created doc-
trine of claim vitiation is one example of a subtle yet effec-
tive limitation.

Your client has an innovative product that it has spent
years developing and marketing. It has vigorously sought and
obtained patent protection to protect these ideas. Yet your cli-
ent can be summarily tossed out of court when it tries to pro-
tect those ideas simply because a judge decides that a lim-
itation is absent, even though expert testimony supports
insubstantial differences. This seemingly simple example is
happening with greater regularity.

Claim vitiation was created through the decisions of the
Court of Appeals for the Federal Circuit. This doctrine allows
a court to determine that an accused device cannot be an equiv-
alent of a patented invention because such a finding would viti-
ate, or write out, a claim limitation. This legal determination
can prevent a question of liability, and specifically the rights
of a patentee, from being decided by a jury. A consequence
of this is that a broad interpretation of the doctrine provides
courts with yet another method of limiting patent rights.

Doctrine of Equivalents

The doctrine of equivalents is an equitable solution to the
inherent limitations in using language to define the scope of
an idea. Stated simply, it relieves “an inventor from a seman-
tic strait jacket when equity requires.”! The doctrine of equiv-
alents is potentially applicable where a claim limitation is

not literally contained within the accused product. By allow-
ing proof of infringement through the doctrine of equivalents,
competition is prevented from a product or process that uses
only a colorable or insubstantial difference from the claimed
invention.

Limits already exist on the doctrine of equivalents. For
example, the “all elements rule” ensures that the fact finder
considers, not the invention as a whole but, rather, each lim-
itation of each disputed claim and it requires that an equiv-
alent of each be found in the accused device. It assures that
no limitation is completely read out of a claim in assess-
ing infringement. The doctrine of prosecution history estop-
pel prevents recapturing of surrendered subject matter. These
types of procedural safeguards are meant to clarify and there-
by improve the equivalency determination. Although the doc-
trine of equivalents protects against only insubstantial differ-
ences, it does not permit a wholesale redrafting of the claims
or reclaiming of subject matter.

Claim Vitiation

Claim vitiation arose from a Supreme Court footnote that
stated that “if a theory of equivalence would entirely vitiate a
particular claim element, partial or complete judgment should
be rendered by the court, as there would be no further materi-
al issue for the jury to resolve.”?

While reaffirming the importance of the doctrine of
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equivalents and the responsibility of a jury to assess equiv-
alents, the Court acknowledged that the doctrine of equiva-
lents had a tendency to produce black-box jury verdicts. This
concern led to the acclaimed footnote and its guidance for
promoting clarity and certainty.

The claim vitiation doctrine serves to limit the doctrine of
equivalents by emphasizing the literal subject matter claimed
regardless of the substantiality of the difference.’® If a finding of
equivalence would negate a specific limitation in the claim lan-
guage, essentially writing the language out of the claim, equiv-
alency cannot be found as a matter of law.* The Federal Circuit
has stated that a holding that the doctrine of equivalents cannot
be applied to an accused device because it “vitiates” a claim
limitation is nothing more than a conclusion that (1) the evi-
dence is such that no reasonable jury could conclude that an
element of an accused device is equivalent to a limitation of
the claim or (2) the theory of equivalence lacks legal sufficien-
cy.® As always, the claims undisputedly control. If invoked by
the court, this rule works against the patentee.

Courts determine whether a finding of equivalence would
vitiate, or eliminate, a claim limitation.® Each court examines
the totality of the circumstances and determines as a question
of law whether the alleged equivalent differs insubstantially
from the claimed subject matter without rendering the perti-
nent claim limitation meaningless.” Under this standard, the
court does not have to consider the substantiality of the dif-
ference if a finding of equivalence would disregard a claim
limitation. In many instances, the claim language alone is
sufficient to prevent equivalence.

The Federal Circuit at times dismisses the question of
equivalence through claim vitiation with little to no consid-
eration of the substantiality of the differences.® This like-
ly occurs because a prerequisite for application of equiva-
lents is that the accused device must not literally infringe.
And, assuming that all claim limitations are meaningful, an
absence of literal infringement already dictates that some
claim limitation is absent in some manner. A judge, there-
fore, has an opportunity to remove from the jury the primary
factual question: whether the relative difference between spe-
cific elements of the compared devices is so insubstantial that
they essentially constitute equivalents.’

“After Is Opposite of Before, Not Equivalent”

Imagine a slot machine where three of any one marking
(pineapples, grapes, sunglasses) will net you decent win-
nings and three blue pineapples results in a special reward—
double the winnings. Now, if the special winnings designa-
tion, i.e., the color of the pineapples, remained a mystery
until after you pull the handle, there would be a difference

in the excitement in playing the game because of the change
after the game begins. But is there such a difference that both
games should be considered separate and distinct inventions?
According to the Federal Circuit, yes.
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Is there such a difference that
both games should be considered
separate and distinct inventions?

In Planet Bingo, the court refused to consider equivalen-
cy for a product that mimicked a patented variation of bin-
go except for the limitation “predetermined winning combina-
tion.”!° The court first construed this limitation to mean that the
winning combination appears right “before,” rather than right
“after,” the first bingo ball is drawn. Both parties conceded
that this difference had no effect on the game’s prize amounts,
odds, or other characteristics. The only admitted difference
between “before” and “after” was the increased excitement a
bingo player feels when that first ball is drawn. Circumstantial
evidence also suggested some form of intentional copying: the
patented game had been alone on the market and the accused
infringer was a main competitor of Planet Bingo. Regardless,
by emphasizing the literal language of the claim, the Federal
Circuit declared that despite any insubstantiality in the differ-
ences, the two games could not be equivalent without disre-
garding a clear and conscious claim limitation.!!

In fact, the court went even further. In a somewhat defen-
sive tone, the court attempted to clarify its own precedent.'?
Planet Bingo highlighted a real discrepancy in claim viti-
ation—the lack of a clear stance by the Federal Circuit on
what constitutes a pertinent limitation. The court respond-
ed by stating that “before” is a significant limitation because
“after” is not a variation of degree.!* The court stated that
“after” constitutes the antithesis of “before.” Yet, based on
precedent, going “over” something is definitely not going
“through” it. Similarly, looking back to Graver-Tank and
Warner-Jenkinson, a “non-alkaline earth metal” cannot be

an “alkaline earth metal” and a
“pH of 6.0 to 9.0” cannot be a
“pH of 5.0,” respectively. These
discrepancies highlight that,
despite how the limitation might
be described, the presence of a
limitation is intrinsically a fac-
tual question. In Graver-Tank,
the court confirmed liability
only after considering the claim
language in conjunction with
other evidence: (1) the lack of
any real effort on the potential
infringer to develop a new prod-
uct; (2) the state of the prior art;
and (3) the interchangeability
of the two metals.'* These same
variables presented themselves
in Planet Bingo. Yet, now,
claim vitiation allowed the court
to neatly sidestep the substanti-
ality of the differences as a mat-
ter of law.

“No Set Formula”

A lack of consistency in inter-

pretation may be the most trou-

bling aspect of claim vitiation.

The application varies from

court to court.” The Federal
Circuit readily admits “[t]here is no
set formula for determining whether a finding of equivalence
would vitiate a claim limitation, and thereby violate the all
limitations rule.”'® As such, the case law has developed to
where a litigant entering court may argue, not only the merits
of his or her case, but also which lines of precedent the court
should follow.

A patent drafter examining the case law will encounter
several enigmas: “dome” can equate to “plate,” but “conical”
cannot equate to “hemispherical.”’” An “intracellular mark-
er substance” can equate to a “transmembrane antigen,” but
“slidably mounted” cannot equate to “rotably mounted.”!®
This variability is unnecessary. The other limitations on the
doctrine of equivalents function in rather predictable ways.
Prosecution history estoppel relies on established objective
indicia to limit a patent’s scope: prosecution amendments and
the specification. The patent drafter should be aware that cer-
tain subject matter has been forfeited. Claim vitiation, on the
other hand, depends on two factors out of a drafter’s con-
trol—the accused device and the court.

Is Claim Vitiation in Accord with Precedent?

Graver-Tank is perhaps the case best known for establish-
ing and reaffirming the doctrine of equivalents in American
jurisprudence.' The Supreme Court compared the substanti-
ality of the difference between the two compounds in regard
to their function, way, and result. This comparison required
looking past the explicit language of the claims to the
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“context of the patent, the prior art, and the particular circum-
stances of the case.” Importantly, the court noted that a find-
ing of equivalency is a determination of fact.

The Supreme Court’s logic centered on one particular point:
form should not subordinate substance. For patents to have any
real meaning, their protection has to extend beyond the exact
claim language. The Court instructed that “[e]quivalence is not
the prisoner of a formula and is not an absolute to be considered
in a vacuum.”? Instead, equivalence is a highly factual question
and, if the totality of the circumstances so necessitates, a non-
alkaline earth metal can infringe an invention claiming an “alka-
line earth metal silicate.” Under this rubric, the patent drafter’s
choice of the term “alkaline earth metal silicate” is only one of
many facts relevant to the equivalency analysis.

If the Federal Circuit received this case today, the outcome
would almost certainly be different. Stated simply: an alkaline
earth metal cannot be a non-alkaline earth metal. This unam-
biguous language leaves no factual question. The analysis
would mimic that of “mounted” versus “unmounted,” “after”
versus “before,” or “oxide coating” versus “metal hydrox-
ide.””' Therefore, the Supreme Court, contrary to the central
tenet of claim vitiation, allowed equivalency despite the neces-
sity of disregarding an explicit and significant claim limitation.

Claim vitiation essentially makes the patent drafter’s
choice of words the most important fact. All other evidence
regarding the substantiality of the differences takes a back
seat. In this manner, it appears that the Federal Circuit cur-
rently favors the wooden formalism explicitly rejected in
Graver-Tank. The totality of the circumstances has shrunk to
an either-or inquiry depending simply on the claim language.

Effects of the Doctrine of Claim Vitiation

The use of claim vitiation to limit the doctrine of equivalents
serves to greatly depreciate the value of patents while also
raising the cost of prosecution.?? Currently, a patent has a sig-
nificantly diminished likelihood of being infringed despite
the degree of similarity to an accused product.?® In response,
patent drafters must now scrutinize each and every word add-
ed to a claim for its likelihood of being construed as a limita-
tion.?* All characteristics need to be described in the gener-

al terms. In particular, structural terms, numerical ranges, and
spatial elements require careful consideration and scrutiny.?

Equivalency is a factual determination. The Supreme
Court, despite several opportunities to modify or eliminate
the doctrine of equivalents, has instead repeatedly verified
this position. In fact, the concern driving claim vitiation cen-
ters on equivalency being a factual determination and, more
specifically, the possibility of black-box jury verdicts.

The Warner-Jenkinson footnote that spawned claim viti-
ation made some suggestions to ameliorate any concerns
regarding black-box verdicts. First, the use of special verdicts
and/or interrogatories would make the jury clearly outline its
factual determinations. This practice develops a clear record
for appeal by leaving litigants little doubt as to what the jury
found most probative. Second, the court has the right to set
aside a judgment as a matter of law if the evidence is not suf-
ficient to support the legal conclusion. While such a deter-
mination is stated to be one of two possible bases underlying

the application of the doctrine of claim vitiation, it is based
on a more predictable test of the sufficiency of the evi-

dence in contrast with a determination of legal insufficiency
based on the scope of the claim. Third, and not mentioned in
Warner-Jenkinson, experts could specifically address for the
jury whether a supposed limitation leads to a substantial dif-
ference in the function, way, or result of the invention. These
procedural changes, and not legal determinations, would like-
ly diminish the possibility of black-box verdicts and mitigate
the potential for aberrant results.

In defending claim vitiation, the Federal Circuit states that
“given a choice of imposing higher costs of careful prosecu-
tion on patentees, or imposing the costs of foreclosed busi-
ness activity on the public at large, this court believes the costs
are properly imposed on . . . the patentees.”” It is these higher
costs and the shifting of the burden onto patentees while simul-
taneously cutting back on patent rights that are undermining
the patent system in the United States. The result is not clearer
patent rights, but rather simply a weaker patent system. l
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